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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-4, 7-13, 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Masafumi in view of Patel (USPN 5,639,447). 

Masafumi teaches a thermal transfer material and printing methods utilizing the thermal 
transfer material. The thermal transfer material comprises a first colored layer comprising a 
pigment and a second colored layer comprising a pearlescent pigment (abstract), meeting the 
limitations of claim 10. The thermal transfer material may further include a release layer 
(instant claim 12) and a backside layer (claim 17) (abstract, for instance). Regarding claim 9, 
use of the thermal transfer results in a coated substrate as recited in claim 9. Similarly, since the 
printing method of Masafumi is thermal transfer, as recited in dependent claims 7 and 8, it 
anticipates the dependent claims (1 and 2) from which these claims depend. With respect to 
claims 3 and 4, Masafumi teaches that the pearlescent pigment may comprise mica coated with a 
metal oxide, such as titania or iron oxide. Therefore, it is the Examiner's position that the present 
claims are anticipated by Masafumi. 

Masafumi fails to teach the inclusion of a brightening agent. Patel teaches that is 
conventional in the coating arts to add brightening agents to coating composition comprising 
colored pigments, including pearlescent pigments, in order to brighten the resultant coating (col. 
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2. lines 4-1 1 and col. 4, lines 29-30, for instance). Therefore, it would have been obvious to one 
having ordinary skill in the art to employ a brightening agent in the article of Masafumi, in order 
to provide a coating having excellent optical characteristics, such as brightness, since Patel 
teaches the desirability of such combinations. Therefore, it is the Examiner's position that the 
present claims are prima facie obvious over the applied combination of references. 

3. Claims 6, 14-16 and 18-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Masafumi in view of Patel, as applied above, and further in view of Ohnishi (USPN 
5,928,989). 

Masafumi was discussed above and fails to teach applying a thermal transfer layer. 
Ohnishi teaches that in thermal transfer printing process, protective layers may be used in order 
to impart weather resistance, chemical resistance and solvent resistance to the transferred color 
layers (abstract, for example). Therefore, it would have been obvious to one having ordinary 
skill in the art to employ a protective layer in the printing method and thermal transfer article of 
Masafumi, in order to impart weather resistance, chemical resistance and solvent resistance to 
the transferred color layers, as taught by Ohnishi. Therefore, it is the Examiner's position that 
the present claims are prima facie obvious in view of the applied combination of prior art 
references. 

Response to Arguments 

4. Applicant's arguments filed 03/07/06 have been fully considered but they are not 
persuasive. Applicant argues that the applied prior art references do not constitute analogous art 
and, accordingly, are not properly combinable. This argument has been considered, but is not 
persuasive, for reasons set forth hereinafter. 
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5. In response to applicant's argument that the Patel is nonanalogous art, it has been held 
that a prior art reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned, in order 
to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 

F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, the prior art references are concerned 
with achieving maximum brightness from compositions containing pearlescent pigments. 
Accordingly, Patel forms a proper basis for rejection of the claimed invention, since Patel is 
concerned with the problem with which applicant is concerned regarding the brightening agent. 

6. In light of the above, applicant's arguments have been considered, but are not found to be 
persuasive. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Speer whose telephone number is 571-272-8385. 
The examiner can normally be reached on M-Th, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

JENNIFER C. MCNEIL 
SUPERVISORY PATENT EXAMINER 




